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the proof in the form of affidavits or 
declarations (and exhibits, if any) must 
accompany the petition. 

(c) When a petition is taken from an 
action or requirement of an examiner 
in the ex parte prosecution of an appli-
cation, or in the ex parte or inter partes 
prosecution of a reexamination pro-
ceeding, it may be required that there 
have been a proper request for recon-
sideration (§ 1.111) and a repeated ac-
tion by the examiner. The examiner 
may be directed by the Director to fur-
nish a written statement, within a 
specified time, setting forth the rea-
sons for his or her decision upon the 
matters averred in the petition, sup-
plying a copy to the petitioner. 

(d) Where a fee is required for a peti-
tion to the Director the appropriate 
section of this part will so indicate. If 
any required fee does not accompany 
the petition, the petition will be dis-
missed. 

(e) Oral hearing will not be granted 
except when considered necessary by 
the Director. 

(f) The mere filing of a petition will 
not stay any period for reply that may 
be running against the application, nor 
act as a stay of other proceedings. Any 
petition under this part not filed with-
in two months of the mailing date of 
the action or notice from which relief 
is requested may be dismissed as un-
timely, except as otherwise provided. 
This two-month period is not extend-
able. 

(g) The Director may delegate to ap-
propriate Patent and Trademark Office 
officials the determination of peti-
tions. 

[24 FR 10332, Dec. 22, 1959, as amended at 34 
FR 18857, Nov. 26, 1969; 47 FR 41278, Sept. 17, 
1982; 49 FR 48452, Dec. 12, 1984; 65 FR 54676, 
Sept. 8, 2000; 65 FR 76774, Dec. 7, 2000; 69 FR 
50000, Aug. 12, 2004] 

§ 1.182 Questions not specifically pro-
vided for. 

All situations not specifically pro-
vided for in the regulations of this part 
will be decided in accordance with the 
merits of each situation by or under 
the authority of the Director, subject 
to such other requirements as may be 
imposed, and such decision will be 
communicated to the interested parties 
in writing. Any petition seeking a deci-

sion under this section must be accom-
panied by the petition fee set forth in 
§ 1.17(f). 

[69 FR 56544, Sept. 21, 2004] 

§ 1.183 Suspension of rules. 

In an extraordinary situation, when 
justice requires, any requirement of 
the regulations in this part which is 
not a requirement of the statutes may 
be suspended or waived by the Director 
or the Director’s designee, sua sponte, 
or on petition of the interested party, 
subject to such other requirements as 
may be imposed. Any petition under 
this section must be accompanied by 
the petition fee set forth in § 1.17(f). 

[69 FR 56544, Sept. 21, 2004] 

§ 1.184 [Reserved] 

APPEAL TO THE BOARD OF PATENT 
APPEALS AND INTERFERENCES 

AUTHORITY: Secs. 1.191 to 1.198 also issued 
under 35 U.S.C. 134. 

§ 1.191 Appeal to Board of Patent Ap-
peals and Interferences. 

Appeals to the Board of Patent Ap-
peals and Interferences under 35 U.S.C. 
134(a) and (b) are conducted according 
to part 41 of this title. 

[69 FR 50000, Aug. 12, 2004] 

§§ 1.192–1.196 [Reserved] 

§ 1.197 Return of jurisdiction from the 
Board of Patent Appeals and Inter-
ferences; termination of pro-
ceedings. 

(a) Return of jurisdiction from the 
Board of Patent Appeals and Inter-
ferences. Jurisdiction over an applica-
tion or patent under ex parte reexam-
ination proceeding passes to the exam-
iner after a decision by the Board of 
Patent Appeals and Interferences upon 
transmittal of the file to the examiner, 
subject to appellant’s right of appeal or 
other review, for such further action by 
appellant or by the examiner, as the 
condition of the application or patent 
under ex parte reexamination pro-
ceeding may require, to carry into ef-
fect the decision of the Board of Patent 
Appeals and Interferences. 
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(b) Termination of proceedings. (1) Pro-
ceedings on an application are consid-
ered terminated by the dismissal of an 
appeal or the failure to timely file an 
appeal to the court or a civil action 
(§ 1.304) except: 

(i) Where claims stand allowed in an 
application; or 

(ii) Where the nature of the decision 
requires further action by the exam-
iner. 

(2) The date of termination of pro-
ceedings on an application is the date 
on which the appeal is dismissed or the 
date on which the time for appeal to 
the U.S. Court of Appeals for the Fed-
eral Circuit or review by civil action 
(§ 1.304) expires in the absence of fur-
ther appeal or review. If an appeal to 
the U.S. Court of Appeals for the Fed-
eral Circuit or a civil action has been 
filed, proceedings on an application are 
considered terminated when the appeal 
or civil action is terminated. A civil 
action is terminated when the time to 
appeal the judgment expires. An appeal 
to the U.S. Court of Appeals for the 
Federal Circuit, whether from a deci-
sion of the Board or a judgment in a 
civil action, is terminated when the 
mandate is issued by the Court. 

[69 FR 50000, Aug. 12, 2004] 

§ 1.198 Reopening after a final deci-
sion of the Board of Patent Appeals 
and Interferences. 

When a decision by the Board of Pat-
ent Appeals and Interferences on ap-
peal has become final for judicial re-
view, prosecution of the proceeding be-
fore the primary examiner will not be 
reopened or reconsidered by the pri-
mary examiner except under the provi-
sions of § 1.114 or § 41.50 of this title 
without the written authority of the 
Director, and then only for the consid-
eration of matters not already adju-
dicated, sufficient cause being shown. 

[69 FR 50000, Aug. 12, 2004] 

PUBLICATION OF APPLICATIONS 

SOURCE: 65 FR 57058, Sept. 20, 2000, unless 
otherwise noted. 

§ 1.211 Publication of applications. 
(a) Each U.S. national application for 

patent filed in the Office under 35 
U.S.C. 111(a) and each international ap-

plication in compliance with 35 U.S.C. 
371 will be published promptly after the 
expiration of a period of eighteen 
months from the earliest filing date for 
which a benefit is sought under title 35, 
United States Code, unless: 

(1) The application is recognized by 
the Office as no longer pending; 

(2) The application is national secu-
rity classified (see § 5.2(c)), subject to a 
secrecy order under 35 U.S.C. 181, or 
under national security review; 

(3) The application has issued as a 
patent in sufficient time to be removed 
from the publication process; or 

(4) The application was filed with a 
nonpublication request in compliance 
with § 1.213(a). 

(b) Provisional applications under 35 
U.S.C. 111(b) shall not be published, and 
design applications under 35 U.S.C. 
chapter 16 and reissue applications 
under 35 U.S.C. chapter 25 shall not be 
published under this section. 

(c) An application filed under 35 
U.S.C. 111(a) will not be published until 
it includes the basic filing fee (§ 1.16(a) 
or 1.16(c)), any English translation re-
quired by § 1.52(d), and an executed 
oath or declaration under § 1.63. The Of-
fice may delay publishing any applica-
tion until it includes any application 
size fee required by the Office under 
§ 1.16(s) or § 1.492(j), a specification hav-
ing papers in compliance with § 1.52 and 
an abstract (§ 1.72(b)), drawings in com-
pliance with § 1.84, and a sequence list-
ing in compliance with §§ 1.821 through 
1.825 (if applicable), and until any peti-
tion under § 1.47 is granted. 

(d) The Office may refuse to publish 
an application, or to include a portion 
of an application in the patent applica-
tion publication (§ 1.215), if publication 
of the application or portion thereof 
would violate Federal or state law, or 
if the application or portion thereof 
contains offensive or disparaging mate-
rial. 

(e) The publication fee set forth in 
§ 1.18(d) must be paid in each applica-
tion published under this section before 
the patent will be granted. If an appli-
cation is subject to publication under 
this section, the sum specified in the 
notice of allowance under § 1.311 will 
also include the publication fee which 
must be paid within three months from 

VerDate Aug<31>2005 10:29 Aug 15, 2007 Jkt 211138 PO 00000 Frm 00114 Fmt 8010 Sfmt 8010 Y:\SGML\211138.XXX 211138


		Superintendent of Documents
	2014-10-16T09:24:19-0400
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




